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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent of: 

MOURA et al. 

Patent No. 5,586,121 

Application No. 08/426,920 

Patentee: Hybrid Networks, Inc. 

Filed: April 21, 1995 

Issued: December 17, 1996 

For: ASYMMETRIC HYBRID 
ACCESS SYSTEM AND 
METHOD 

Special Program Law Office, 

Office of Petitions 

Honorable Commissioner of Patents 

and Trademarks 
Washington, D.C. 20231 

Sir: 

• PETITION FOR 
PRECAUTIONARY CHANGE TO LARGE ENTITY STATUS AND 
PAYMENT OF LARGE ENTITY FEES UNDER 37 CFR § 1.137 Co) 

The instant Petition is one of two petitions, being submitted concurrently, to effect a 

Precautionary Change to Large Entity Status and Payment of Large Entity Fees. The other 

petition is being submitted under 37 CFR § 1 .28(c). One of these petitions may be moot in view 
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of the other. Thus, unconditional submission of the large entity issue and filing fees appears in 
the Petition under § 1.28(c). Submission of the Petition fee under § 1.137 (b) appears in the 
instant petition. 

As a precautionary measure, and without intentional delay, patentee -respectfully requests 
a retroactive change to large entity status and hereby petitions the honorable Commissioner of 
Patents and Trademarks to accept the large entity filing and issue fees for U.S. Patent No. 
5,586,121 ("the ' 121 patent," Exhibit A), which issued from Application No. 08/426,920 ("the 
'920 application," See Exhibit C). The Patent and Trademark Office had not held the '920 
application to be abandoned, or held the ' 121 patent to be lapsed, and patentee has not 
determined that a change in status is actually necessary. Patentee, however, has recently become 
aware of questions regarding claim construction and contract interpretation that may affect 
whether the application for this patent was entitled to small entity status when the filing and issue 
fees were paid. 



SUMMARY 

Patentee, Hybrid Networks, Inc. (Hybrid), has always had less than 500 employees. 
Represented by the corporate department of a first law firm, Hybrid executed a technology 
license agreement with a large corporation, having more than 500 employees, on November 30, 
1993. (In this petition, this large corporation will be called ACME, though ACME is not the 
actual name of this corporation.) The agreement gave ACME a Right of First Refusal on sales of 



Hybrid assets and stock, and provided for licensing of certain Hybrid technology to ACME. At 
the time of execution, on November 30, 1993, Hybrid was relying on a second law firm for 
patent prosecution matters. Represented by the patent department of the first law firm, Hybrid 
filed U.S. application serial no. 08/426,920 on April 21, 1995 with a small entity filing fee. 
Represented by the corporate department of the first law firm, Hybrid executed an amended and 
restated agreement, on December 22, 1995. Represented by a third law firm, Hybrid paid a small 
entity issue fee on September 10, 1996. On October 28, 1997, it was discovered that the 
agreement documents might have had a bearing on whether the c 920 application was entitled to 
small entity status when the issue fee was paid. 



FACTS 



Corporate Department of First Law Firm (Fenwick & West) 

Counsels Hybrid in Negotiations and Agreement with ACME Corporation, while 

Second Law First (Townsend & Townsend) Prosecutes Hybrid Patent Application 

In 1993, ACME corporation wished to develop and market PC card products to provide 
users of personal computers with cable connectivity. To further that goal, ACME agreed to 
transfer money to Hybrid by way of a Technology License Agreement executed November 30, 
1993 (portions attached to Declaration of Mr. Enns, Exhibit E). 

ACME also owned various amounts of Hybrid's stock from time to time. At no time did 
Acme own greater than 17% of Hybrid's stock. 



In the agreements, Hybrid licensed certain technologies, while reserving technologies 
related to the overall system. For example, Hybrid reserved technology related to its "Point of 
Presence" (PoP) system technology located at a central information distribution facility (e.g., a 
cable plant's head end) for providing an asymmetric network connection between the distribution 
facility and the remote users. 

Hybrid and ACME envisioned an arrangement in which ACME would manufacture PC 
card devices for use in individual computers, paying Hybrid a per-unit royalty fee. As a 
precursor to this arrangement, the agreements set forth a per-unit royalty fee payment schedule. 

The corporate department of Fenwick & West represented Hybrid in its dealing with 
ACME. Fenwick & West also had a patent department, but at this point Hybrid was still relying 
on Townsend & Townsend for patent prosecution matters and had not yet switched in 
representative matters before the Patent Office. 

The November 30, 1993 agreement, executed by Hybrid President, Howard Strachman, 

was entitled TECHNOLOGY LICENSE AGREEMENT BETWEEN HYBRID NETWORK, 

INC. AND ACME CORPORATION, and was memorialized in 18 pages, including the 

following provision for a future agreement: 

3.3 ... As a condition precedent to ACME's obligation to pay under Sections 3.2 and 3.3, 
Hybrid, with ACME's cooperation, shall engage in commercially reasonable 
development efforts as mutually agreed and defined by the Parties in a separate 
development agreement which the parties agree to negotiate in good faith and which shall 
include installment by Hybrid by of an agreed number of Point of Presence Systems. 

The agreement included the following provisions for the purchase of Hybrid assets and 
stock by ACME: 



13.0 ACME RIGHT OF FIRST REFUSAL 

13.1 If Hybrid decides to (i) sell itself, merge, consolidate, sell all, or substantially all 
of its assets, or (iii) issue, sell or exchange, for cash or other consideration, shares of its 
capital stock (each a "Corporate Event"), the result of which will be a change in control of 
Hybrid. Hybrid shall give ACME a detailed, written description of the terms of the 
proposed Corporate Event at lease forty-five (45) days prior to the completion of the 
Corporate Event (the "Notice). 

13.2 Upon receipt of the Notice, ACME shall have the right, exercisable by giving 
written notice to Hybrid within thirty (30) calendar days after the date of delivery of the 
Notice, to enter into an agreement with Hybrid to participate in the Corporate Event on 
terms consistent with and no less favorable to Hybrid than those contained in the Notice. 
If the consideration contained in the Notice incudes property other than cash, ACME 
shall have the option to substitute similar property of equal value. The value of any 
property included in the purchase price shall be the fair market value of such property on 
the date ACME receives the Notice. In the event of a disagreement between the Parties, 
the fair market value of property shall be jointly determined by a nationally recognized 
investment firm selected by each Party to this Agreement. If the firms selected by ACME 
and Hybrid are unable to agree upon the value of property, the firms shall promptly select 
a third firm whose determination shall be conclusive. Each party shall bear the cast of its 
own investment banking firm and shall share equally the cost of any third firm selected 
hereunder. If ACME exercises its right to purchase under this Section 13.0, the 
transactions shall (I) be subject to the receipt of all applicable regulatory approvals, (ii) be 
in compliance with applicable laws and regulations, and (iii) take place on such date and 
at such time and place as Hybrid and ACME shall mutually agree, provided that in no 
event will such date be later than forty-five (45) days after the date of the Notice. 

13.3 If ACME decides not to participate in the Corporate Event as detailed in the 
Notice, Hybrid may complete the corporate Event as detailed in the Notice. If the terms 
and conditions of the Corporate Event materially change after expiration of ACME's 
rights under Paragraph 13.2 and such terms are more favorable than those first detailed in 
the Notice, Hybrid must inform ACME in writing of such changes and ACME shall have 
the right, within ten (10) workings days of receiving such notification from Hybrid to 
agree to complete within thirty (30) days after such notification, the Corporate Event on 
the changed terms and conditions specified in Hybrid's notification to ACME. 

13.4 ACME shall maintain the right of first refusal under this Section 13.0 during the 
Exclusivity Period. ACME's right of first refusal shall continue after expiration or 
termination of the Exclusivity Period for the earlier of (I) two (2) years, provided ACME 



holds at least ten percent (10%) of Hybrid's outstanding shares of stock at the time of the 
Corporate Event of (ii) an initial public offering by Hybrid 

The agreement also included the following license grant provisions: 

1.5 "Hybrid Software" shall mean Hybrid's client software, in source and binary 
form, to be installed on a user's computing device which permits 
symmetrical/asymmetric data communications between the user's personal computer or 
other computing device and a cable television of other communications network. A 
Point of Presence System shall not be included in the term "Hybrid Software." 

1.6 "Hybrid Technology" shall mean Hybrid's designs, processes, methods, software, 
algorithms, trade secrets, and its patents, copyrights, and other ACME intellectual 
property rights used in or necessary for Hybrid Software and/or the Remote Link 
Adapter with respect to enabling symmetric/asymmetric data communications between 
the user's personal computer or other computing device and a cable television or other 
communications network. 

1.7 "Point of Presence System" shall mean a central network point for the 
collection of digital information from various information providers and users and 
the distribution of digital information to the cable television head-end equipment. 

1 .9 "Remote Link Adapter" shall mean a device that uses software and/or hardware to 
physically connect a personal computer or other computing device to a television cable or 
other communications network and which is capable of executing Hybrid Software. A 
Point of Presence System shall not be included in the term "Remote Link Adapter." 

2.0 LICENSE GRANT 

2. 1 Subject to the terms of this Agreement, hybrid grants to ACME a perpetual, 
worldwide, exclusive (as defined in Section 2.4), royalty bearing license, with the right 
to sublicense during the Exclusivity Period (as defined in Section 2.4), to use Hybrid 
Technology . . . 

2.2 Subject to the terms of this Agreement, Hybrid grants to ACME a perpetual, 
worldwide, exclusive (as defined in Section 2.4), royalty free license, with the right to 
sublicense, during the Exclusivity Period (as defined in Section 2.4) under Hybrid's 
copyrights, patents, and trade secrets to reproduce copies of Hybrid Software . . . 



2.5 Except as expressly provided herein, no other rights or licenses of any kind 
are granted by the Parties . . . . 

(emphasis added) 

Fenwick & West Files '920 Application 

On April 21, 1995, Mr. Richard E. Fuller, then Hybrid's Vice President of Finance, 
executed a small entity statement (Exhibit B) for the '920 application, and the Fenwick firm 
filed the '920 application with a small entity filing fee. The '920 application, 
entitled ASYMMETRIC HYBRID ACCESS SYSTEM AND METHOD, included 12 
independent claims and 25 total claims (Exhibit C), including claim 22: 



22. A method of operating a client node, comprising the steps of: 
sending periodic operability indication messages during an active state, 
receiving a poll message, and requesting channel connection. 



The first Agreement is Amended and Restated 

On December 22, 1995, Hybrid's Vice President, Richard E. Fuller, executed a document 
entitled AMENDED AND RESTATED TECHNOLOGY LICENSE AGREEMENT BETWEEN 
HYBRID NETWORKS, INC. AND ACME, which included the following provisions: 



THEREFORE, ACME and Hybrid agree as follows: 
I. Definitions 

1.1. "Hybrid Documentation " shall mean written Hybrid specifications, schematics, 
and associated technical documentation for the Remote Link Adapter and Hybrid 
Software. 



1 .2 "Hybrid Improvement" shall mean any enhancement, feature, or option for use by 
or in connection with Hybrid Technology or the ACME Technology developed by 
Hybrid which is intended to, or which does, improve Hybrid Technology or the ACME 
Technology. 

1 .3 "Hybrid Product" shall mean a product developed by or for Hybrid which 
incorporates ACME Technology. ACME Improvement or any other derivative thereof 

1 A "Hybrid Software" shall mean Hybrid's client software, in source and binary 
forms, to be installed on a user's computing device which permits symmetric/asymmetric 
data communications between the user's personal computer or other computing device 
and a cable television or other communications network. A Point of Presence System 
shall not be included in the term "Hybrid Software." 

1 .5 "Hybrid Technology" shall mean Hybrid's designs, processes, methods, software, 
algorithms, trade secrets, and its patents, copyrights, and other ACME intellectual 
property rights used in or necessary for Hybrid Software and/or the Remote Link 
Adapter with respect to enabling symmetric/asymmetric data communications between 
the user's personal computer or other computing device and a cable television or other 
communications network. Hybrid Technology shall include any Hybrid improvements 
required to be delivered to ACME hereunder. 

1 .6 "ACME Documentation" shall mean written ACME specifications, schematics, 
and associated technical documentation for the ACME Technology. 

1 .7 "ACME Improvement" shall mean any enhancement, feature, or option for use by 
or in connection with ACME Technology or the Hybrid Technology developed by 
ACME which is intended to, or which does, improve ACME Technology or the Hybrid 
Technology. 

1 .8 "ACME Product" shall mean a product developed by or for ACME which 
incorporates Hybrid Technology, Hybrid Improvement or any other derivative thereof. 

1 .9 "ACME Software " shall mean the "ACME Client Software Modifications," the 
"ACME [redacted] Client Software" and the "ACME [redacted] Software," as each is 
defined in Exhibit A, in source and binary forms. 

1.10 "ACME Technology" shall mean the portions of the ACME Technology 
Deliverables that were developed by ACME. The ACME Technology shall not include 
those portions of the ACME Technology Deliverables that incorporate any of the Hybrid 



Technology. The ACME Technology shall include (without limitation) the "ACME 
[redacted] Software" as defined in Exhibit A . 

1.11 "ACME Technology Deliverables " shall mean the ACME Software and the 
"ACME [redacted] Client Hardware" as defined in Exhibit A . The ACME Technology 
Deliverables shall include the ACME Improvements required to be delivered to Hybrid 
hereunder. ACME acknowledges that the ACME Technology Deliverables incorporate 
portions of the Hybrid Technology. 

1.12 "Point of Presence System" shall mean a central network point for the 
collection of digital information from various information providers and users and 
the distribution of digital information to the cable television head-end equipment for 
a specific g eo graphic area. 

1.13 "Remote Link Adapter" shall mean a device that uses software and/or hardware to 
physically connect a personal computer or other computing device to a television cable or 
other communications network and which is capable of executing Hybrid Software. A 
Point of Presence System shall not be included in the term "Remote Link Adapter." 

2. LICENSE GRANTS 

2.1 Hybrid Technology . Subject to the terms of this Agreement, Hybrid grants to 
ACME a perpetual, worldwide, nonexclusive, royalty bearing license to use Hybrid 
Technology to design, develop, modify, create derivatives, manufacture, have 
manufactured, use, marker, distribute, sell, service and support ACME Products. ACME 
shall not sublease any Hybrid Technology. These licenses include the right to copy, 
modify, and distribute Hybrid Documentation. 

2.2 Hybrid Software . Subject to the terms of this Agreement, Hybrid grants to 
ACME a perpetual, worldwide, nonexclusive, royalty-free license, under Hybrid's 
copyrights, patents, and trade secrets, to reproduce copies of Hybrid Software in order to 
prepare derivative works of such Hybrid Software (" 'ACME Derivative Code") and to 
copy, publish, and distribute, under ACME's then current standard licensing terms, 
Hybrid Software and ACME Derivative Code in binary form. ACME shall not sublease 
Hybrid Software or ACME Derivative Code in source code form. These licenses include 
the right to copy, modify, and distribute Hybrid Documentation. 

2.3 ACME Technology . Subject to the terms of this Agreement, ACME grants to 
Hybrid a perpetual, worldwide, nonexclusive, royalty-free, paid-up license to use ACME 
Technology to design, develop, modify create derivatives, manufacture, have 



manufactured, use, market, distribute, sell, service and support Hybrid Products. Hybrid 
shall not sublicense ACME Technology. These licenses include the right to copy, 
modify, and distribute ACME Documentation. 

2.4 ACME Software . Subject to the terms of Agreement, ACME grants to Hybrid a 
perpetual, worldwide, nonexclusive, royalty-free license, under ACME c s copyrights, 
patents, and trade secrets, to reproduce copies of ACME Software in order to prepare 
derivative works of such ACME Software ("Hybrid Derivative Code") and to copy, 
publish, and distribute, under Hybrid's then current standard licensing terms, ACME 
Software and Hybrid Derivative Code in binary form. Hybrid shall not sublicense 
ACME Software or Hybrid Derivative Code in source code form. These licenses include 
the right to copy, modify, and distribute ACME Documentation. 

2.6 Distribution in Devices . Notwithstanding the software licenses restrictions 
specified in this Section 2, each party shall have the right to distribute software or 
portions thereof which are programmed into a semiconductor device without a license 
agreement but will rely on such laws as may be appropriate. 

2.7 Reserved Rights ... Except as expressly provided herein, no other rights or 
licenses of any kind are granted by the parties. 

4. OWNERSHIP 

4. 1 Hybrid Ownership . Except for the licenses expressly granted in Section 2 above, 
Hybrid will remain the owner of all right, title and interests in the Hybrid Technology, 
Hybrid Software, Hybrid Documentation and any and all copyright, trade secret, patent 
and other intellectual property rights therein. Except for ACME's ownership of the 
ACME Technology, Hybrid will remain the owner of all right, title and interest in the 
Hybrid Products, Hybrid Improvements and any and all copyright, trade secret, patent 
and other intellectual property rights therein. 

4.2 ACME Ownership . Except for the licenses expressly granted in Section 2 above, 
ACME will remain the owner of all right, title and interest in the ACME Technology, 
ACME Documentation and any and all copyright, trade secret, patent and other 
intellectual property rights therein. Except for Hybrid's ownership of the Hybrid 
Technology, ACME will remain the owner of all right, title and interest in the ACME 
Products, ACME Technology Deliverables, ACME Improvements and any and all 
copyright, trade secret, patent and other intellectual property rights therein ... 

6. DEVELOPMENT, DELIVERY, MAINTENANCE AND SUPPORT 
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6. 1 Hybrid Deliverables . Hybrid has delivered to ACME Hybrid Technology 
including but not limited to (i) all source code, "make files," and related Hybrid 
Documentation needed to recreate the executable version of the Hybrid Software, and (ii) 
the functional, electrical, mechanical and test specifications, logic and wiring diagrams, 
physical layout diagrams, and bill of materials for the Remote Link Adapter. 

6.2 Hybrid Improvements . Hybrid will furnish to ACME, in a form reasonably 
satisfactory to ACME and at no additional expense to ACME, only such Hybrid 
Improvements to Hybrid Technology as Hybrid shall have developed that maintain basic 
functionality, including cable back-channel capability. If Hybrid makes available to any 
third party the right to sell, lease, license or distribute any Improvement that increases 
functionality with respect to any ACME Product then marketed by ACME , Hybrid will 
furnish such improvement to ACME under terms and conditions as favorable as those 
offered by Hybrid to any such party. 

6.3 ACME Deliverables . On or about the Effective Date and as otherwise agreed 
herein, ACME will deliver to Hybrid the ACME Technology Deliverables in the form of 
mutually agreed technology release packages including but not limited to (I) all source 
code, "make files," and related ACME Documentation needed to recreate the executable 
version of any software delivered, and (ii) the functional, electrical, mechanical and test 
specifications, logic and wiring diagrams, physical layout diagrams, and bill of materials 
for hardware delivered. 

1 0. MARKETING AND FUTURE BUSINESS OPPORTUNITIES 

10. 1 Marketing Names . ACME shall have the right to promote and market Hybrid 
Technology under ACME's trade names, and Hybrid shall have the right to promote and 
market ACME Technology under Hybrid's trade names. 

10.4 [redacted] Development Plan . During the sixty (60) days following the Effective 
Date, the parties will prepare a development plan relating to the [redacted] technology 
and will negotiate in good faith the terms and conditions of a Development Agreement 
under which such development will occur. If the parties do not develop such a 
development plan or enter into such a Development Agreement, ACME will deliver to 
Hybrid in accordance with Section 6.3 any ACME Improvements developed by ACME 
and on July 1, 1996, ACME will make an additional delivery to Hybrid of any ACME 
Improvements. Further, on July 1, 1996 and as otherwise agreed, if the parties enter into 
a Development Agreement, ACME will deliver to Hybrid any deliverables developed 
hereunder. Neither party will have liability whatsoever, and neither party will be 
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considered to have breached this Agreement, for failure to prepare a development plan or 
enter into a Development Agreement. 

13.1 If Hybrid decides to (I) sell itself, merge, consolidate, sell all, or substantially all 
of its assets, or (iii) issue, sell or exchange, for cash or other consideration, shares of its 
capital stock (each a "Corporate Event"), the result of which will be a change in control 
of Hybrid. Hybrid shall give ACME a detailed, written description of the terms of the 
proposed Corporate Event at least forty-five (45) days prior to the completion of the 
Corporate Event (the "Notice"). 

13.2 Upon receipt of the Notice, ACME shall have the right, exercisable by giving 
written notice to Hybrid within thirty (30) calendar days after the date of delivery of the 
Notice, to enter into an agreement with Hybrid to participate in the Corporate Event on 
terms consistent with and no less favorable to Hybrid than those contained in the Notice. 

(emphasis added) 



Claim 22 is Canceled 

On January 1 8, 1996, before the Examiner had issued an office action, claim 22 was 
canceled by way of preliminary amendment (Exhibit D). The preliminary amendment, filed by 
the Fenwick firm concurrently with a petition to make special, also canceled other claims. 

In an office action dated April 3, 1996, the examiner objected to the specifications and 
rejected the claims under 35 U.C. §§ 102 and 103, using a combination of references. 

The Amended and Restated Agreement is Amended by Letter 

In a letter dated, February 26, 1996, signed by Hybrid's President, Carl. S. Ledbetter, the 
December 1995 Restated and Amended Agreement was amended as follows: 
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The first two sentences of Section 10.4 shall be deleted and the following sentences shall 
be substituted in their place: 

The parties will prepare a development plan based upon such product specifications as 
may be mutually agreed upon by the [redacted] Team consisting of Hybrid, ACME, 
Beta Corporation and Delta Corporation. The parties to the Agreement agree to negotiate 
in good faith the terms and conditions of a Development Agreement under which such 
development will occur. Hybrid has received in accordance with Section 6.3 any ACME 
Improvements developed by ACME as of the Effective Date. On July 1, 1996 ACME 
will make additional delivery to Hybrid of any ACME Improvements developed by 
ACME subsequent to the Effective Date. 

(The paragraph above employs the names BETA and DELTA to identify two other large 

corporations, though BETA and DELTA is not the actual name of these corporations.) 



Cushman Darby & Cushman Take Over Prosecution of the '920 Application 

On July 15, 1996, Mr. Fuller executed a Power of Attorney given the Cushman, Darby 
and Cushman Intellectual Property Group of Pillsbury Madison & Sutro the authority to 
prosecute the c 920 application, and revoking prior powers. On July 1, 1996, the Cushman Group 
filed an amendment responding to the office action of April 3, 1996. The amendment included 
amendments to the specification and claims and traversal of the rejection under 35 U.S.C. §§ 102 
and 103. On August 16, 1996, Hybrid's representative participated in an examiner interview and 
submitted a statement under Article 19. On September 5, 1996, Hybrid's representative 
participated in another interview with the examiner. The Patent Office issued a notice of 
allowance mailed September 5, 1996. On September 10, 1996, Hybrid's representative paid an 
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by an agreement executed December 22, 1995, and again modified by a letter dated February 26, 
1996. 

We have reviewed the various agreements, and the patent claims, and believe certain 
questions might arise as to the status of Hybrid as a small entity at various times during the 
prosecution of its patent applications. Although we draw no legal conclusions, we perceive 
certain questions relative to (i) whether a large corporation had "control" at the time of payment 
of the filing fee on April 21, 1995, or the issue fee on September 10, 1996; (ii) whether the 
November 30, 1993 agreement conveyed (currently or prospectively) any rights to "patents" 
since none were issued at that time; (iii) whether definitions contained in the agreement 
precluded that subject matter of the patents as licensed technology; and (iv) whether the 
December 26, 1995 restated and modified Technology License Agreement impacted the small 
entity status determination. 

Regarding similar questions in another one of Hybrid's patents, rather than risk any 
subsequent adverse determination of other questions, and without admitting error in payment of 
the small entity issue fee, Hybrid, as a precautionary measure, filed a set of Petitions on 
November 28, 1997, advising of a change in status to a large entity and submitting payment of a 
large entity issue fees. 

Regarding the subject of the instant petition, Hybrid's '121 patent, rather than risk any 
subsequent adverse determination of these questions and without admitting error in payment of 
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issue fee of $625.00, which was the small entity issue fee at that time, resulting in the issuance of 
the '121 patent on December 17, 1996. 

During the pendency of the '920 application, Hybrid's representative filed 8 rule 60 
divisional applications, referencing the c 920 application as the parent. 

Questions Regarding Small Entity Status Discovered 

Over the past few months, Hybrid's current representative (who had no knowledge of any 
of the prior license agreements) had been consulted relative to licensing its technology to ACME 
in connection with ACME's prospective sale of a business unit dealing with Hybrid's 
technology. Upon considering the proper status of Hybrid as a small entity in handling of its 
application, the current representative on or about October 28, 1997 inquired of Hybrid whether 
the ACME licensing deal had gone through. Mr. Rick Enns, Hybrid's Vice President of 
Engineering, informed the present representative that it had not, but, during the discussions, it 
was learned for the first time by the current representative that the recent negotiations with 
ACME were based on an earlier agreement, to wit: the November 30, 1993 agreement and 
amendments thereto. We then requested that Mr. Enns forward to us by facsimile a copy of the 
November 30, 1993 agreement for review and analysis. On November 17-18, we visited Hybrid 
in Cupertino, California to explore further the nature of the relationship between Hybrid and 
ACME and then learned that the November 30, 1993 agreement had been restated and modified 
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the small entity filing or issue fees, Hybrid, as a precautionary measure, now advises of a change 
in status to a large entity and submits payment of a large entity filing and issue fees. 

Conclusion 

Any error that might have been made, in verifying whether the '920 application was 
entitled to small entity status, arose from inadvertence, the complexity of the business situation, 
and/or changes in legal representation. 

Whether ACME's Right of First Refusal and stock ownership constituted control, within 
the meaning of 37 CFR 1.9 (d) and MPEP 509.02, depends on construction of the regulations of 
the Small Business Administration. Although patentee is unaware of any decision directly on 
point, patentee believes ACME had no right to control within the meaning of those regulations. 

Whether Hybrid had an obligation to license, within the meaning of MPEP 509.02, 
depends on issues of contract interpretation and claim construction. The 1993 agreement defines 
Hybrid Technology to mean Hybrid's designs, processes, methods, software, algorithms, trade 
secrets, and its patents, copyrights, and other intellectual property rights ..." Under the 
agreement, ACME's right to "use" Hybrid Technology appears to be limited to that which is 
"used in or necessary for Hybrid Software and/or the Remote Link Adapter (paragraph 1 .6). 
Paragraph 1.9 defines Remote Link Adapter and states, "a Point of Presence system shall not be 
included in the term 'Remote Link Adapter.' " Depending on how claim 22 would have to be 
interpreted, had it not been cancelled, the method of claim 22 may, or may not, "be used in or 
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necessary for" the "Remote Link Adapter," within the meaning of the 1993 Agreement. 
Regardless of the proper interpretation of the claim 22, and the 1993 Agreement, a non lawyer 
might have been lulled because the specification states, "FIG. 2a is a schematic drawing of a 
point of presence (POP) system 26(1) according to the present invention." (Exhibit A s col. 6, 
lines 30-31). 

Thus, in view of varied interpretations under contract law, patent law, and the regulations 
of the Small Business Administration, it would not be readily apparent whether Hybrid had 
licensed claimed or patented subject matter, or had an obligation to license such matter, or 
whether ACME had control over Hybrid, within the meaning of MPEP 509.02 and the 
regulations cited therein. 

Patentee respectfully submits that the foregoing statement meets any required showing of 
unintentional delay required by 37 CFR § 1.137 (b)(if this section of the regulations is 
applicable). Patentee requests that Deposit Account No. 06-01 15, of Farkas & Manelli, PLLC, 
be charged $1320.00 as required by 37 CFR 1.137 §§ (b)(2) and 1.17 (m). 

Although, as described in the first paragraph of the instant petition, the large entity filing 
and issue fees are being unconditionally submitted in a concurrently filed petition, if necessary 
the Commissioner may charge Deposit Account No. 06-01 15, of Farkas & Manelli, PLLC, 
charged $2,742.00 (This amount, $2,742.00, is the large entity filing and issue fees effective on 
the date of this petition, minus the $793.00 small entity filing fee paid on April 21, 1995, and the 
$625.00 small entity issue fee paid June 16, 1994. The large entity filing fee is $1,638.00 
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($790.00 plus $738.00 for 9 independent claims in excess of 3 (9 x $82.00), plus 5 claims in 
excess of 20 (5 x $22.00)). The large entity issue fee is $2,522.00 ($1,320.00 plus $410.00 for 5 
claims in excess of those paid for the filing fee (5 x $82.00), plus $792.00 for 36 claims in excess 
of those paid with the filing fee (36 x $22.00)). 

Exhibit E is a facsimile copy of the declaration of Frederick Enns, supporting facts relied 
upon in this petition. 

The foregoing is not intended as an admission of any mistake in declaring small entity 
status, but is merely a precautionary measure. 

If there are any fees required for consideration of this document, or for any other reason, 
please charge such fees to the Farkas & Manelli, PLLC Deposit Account No. 06-01 15. 

Respectfully submitted, 
FARKAS & MANELLI, PLLC 



Farkas & Manelli PLLC 
1233 20th Street, N.W. 
Suite 700 

Washington, DC 20036 



Dated: / 




Jerome D. Jackson 
Reg. No. 33,186 
Tel: (202)778-1130 
Fax: (202)887-0336 
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[57] ABSTRACT 

An asymmetric network communication system for use in a 
client-server environment having independent forward and 
return channels operating at different speeds and/or under 
different protocols on the same or different communication 
media to provide efficient utilization of shared resources. A 
network manager, such as a hybrid access system, effects 
transmission of packetized data on a forward (downstream) 
c hann el from the host server to multiple client devices 
coupled with a shared downstream media at 10 or more 
megabits per second while simultaneously providing select- 
able multiple lower speeds of operaiion on shared or dedi- 
cated return (upstream) channels from the client devices to 
the host server depending an bandwidth availability, band- 
width demand, service level authorization, etc for the return 
channel. Forward and return channels may be located on the 
same or different communication medium including a CATV 
network, direct broadcast satellite network, television or 
radio RF broadcast network, wireless or mobile cellular 
facilities or the like. The return channel may reside on a 
PSTN either directly coupled with the host server or con- 
nected with the network manager for subsequent transmis- 
sion to the host server. The network manager handles or 
controls the forward and return communication to establish 
interactive full -duplex real-time network sessions between 
the host and a selected client device, 

61 Claims, 20 Drawing Sheets 
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1 hereby declare thai I am: 

f I ihe owner of the small business [X] an official of the small business concern empowered to 

concern identified below: act on behalf of the concern identified below: 

NAME OF CONCERN Hybrid Networks. Inc 



ADDRESS OF CONCERN 10201 Bubb Road. Cupertino. CA 95014 



I hereby declare that the above identified small business concern qualifies as a small business concern as defined .n 3 CFR 
121 2-18. and reproduced in 37 CFR 1.9(d). for purposes of paying reduced fees under section 4.1 (a) and (b) ot Tide s 33. 
. Unhed States Code, in that the number of employees of the concern, including those of its affiliates, does not exceed 500 
persons. For purposes of this statement. ( n the number of employees of the business concern is the average over the previous 
■iscal vear of the concern of the persons employed on a roll-time part-time or temporary basis during each ot the pay periods oi 
uie fiscal vear and (2) concerns are affiliates of each other when either, directly or indirectly, one concern controls or nas the 
power to control the other, or a third party or parties controls or has the power to control both. 

1 hereby declare that rights under contract or law have been conveyed to and remain with the small business concern identified 
above with regard to the above referenced invention described in 

[XI the specification tiled herewith [ ] application identified above [ ] patent identified above 

If the rights held by the above identified small business concern are not exclusive, each individual, concern or organization baying 
rights to the invention is listed below* and no rights to the invention are held by any person, other than the inventors, who could not 
qualify as a small business concern under 37 CFR 1.9(d) or by any concern which would not quality as a small business concern u..l 
*7 1 9(d) or a nonprofit organization under 37 CFR 1.9(e). "NOTE: Separate verified statements are required trom each named 
-ersun concern or nreanizauon havine rights to the invention averring to their status as small entities. . j7 CFR l._ . i 



'NAME 



\D DRESS . — " 

[] INDIVIDUAL [XI SMALL BUSINESS CONCERN ( ] NONPROFIT ORGANIZATION 

1 acknowledge the uutv to file, in this application or patent, notification of any change in status resulting m loss ot enmleraeni to 
smail entity status prior to paying, or at the lime of paying, the earliest of the issue tee or any maintenance lee due alter the date 
on which status a* a small entity is no longer appropriate. 1 37 CFR 1 .lS(b)) 

I herebv declare that all statements made herein of my own knowledge are true and that all statements made on information arm 
helief are believed to be true: and tiinher that these statements were made with the knowledge that willtul talse statemenuand 
me like so made are punishable bv tine or imprisonment, or both, unaer section 1001 of the Title 1 S oi the Urmeu States code, 
.ind that such willful false statements may jeopardize the validity of the application, any patent issuing uiereon. or any patent to 
which this verified statement isrdicorfepV' . , / / 
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What is claimed is: 



1 • A hybrid access system for connecting at least a sinele client data 
processor with a network, comprising: 

a local area network CLAN) system: 

a hybrid system manager connected to said LAN system: 

a downstream router connected to said LAN svstem for transmitting 
information: & 

an upstream router connected to said LAN svstem for receiving 
information, said upstream j|ye rgitepncluding a Hybridware™ S e rv er. 

a broadcast unit connected ?6 s^id downstream router: 

a downstream channel connected to said broadcast unit for hish speed 
transmission of information on said high speed downstream channel: 

an independent upstream channel connected to said upstream router, 
which operates at a lower speed than said downstream channel: 

at least a single remote link adapter connected to said upstream and 
downstream channels: and 

a corresponding at least a single client data processor connected to said 
remote link adapter. 



2. The hybrid access system according to claim 1 . wherein 
independent upstream channel includes a telephone network. 



3. The hybrid access system according to claim 1. wherein said 
independent upstream channel includes a cable TV network. 



4. The hybrid access system according to claim 1. wherein said 
independent upstream channel includes a wireless transmission path. 



5. The hybrid access system according to claim 1. wherein said LAN 
system includes a LAN switch and a router. 



6. The hybrid access system according to claim 1. wherein said 
broadcast unit includes at least one of a group consisting of a cable TV 
headend, a wireless TV transmitter, a satellite transmitter or a cell site. 



A method of accessing a wide urea network from any or a 
plurality of client processors each connected to an asvmmetric hybrid 
network including high-speed downstream and lower-speed upstream 
channels controlled by a hybrid system manaaer and a router server 
including the steps of: 

providing a polling signal from a hvbrid svstem manager to ciient 
processors. 

issuing an upstream channel connection request bv lower speed 
channel, if no upstream data channel is current lv assigned to a ciient data 
processor. 



conducting login communications between the router server and the 
system manager. 

verifying authorized user status at the system manager level. 

allocating an upstream channel by high speed downstream channel 
message, and 

send ing upstream data over the allocated lower speed upstream channel 
of the asymmetric hybrid access network. 



8. The method according to claim 7. wherein providing a pollins 
signal includes polling clients in an idle state at a selected frequency level of 
polling. 



9. The method according to claim 7, wherein providing a polling 
signal includes polling clients in a blocked state at a selected frequency level 
of polling. 



10. The method according to claim 7. wherein providing a polling 
signal includes polling clients in a non-responsive state at a selected 
frequency level of polling. 



II. The method according to claim 7. wherein providing a polling 
signal includes polling clients in idle and blocked states at selected first and 



second frequency levels of polling, and polling of clients in an idle state 
occurs more frequently than polling of clients in a blocked state. 



12. The method according to claim 7. wherein providing a pollins 
signal includes polling clients in idle and non-responsive states at selected 
first and second frequency levels of polling, and polling of clients in an idle 
state occurs more frequently than polling of clients in a non-responsive state. 

13. The method according to claim 7. wherein idle clients are polled 
multiple times during a poll cycle and polling of blocked and non.resp 
clients is distributed evenly over a poll cycle to assure that the latency for 
acquiring a channel for idle units is uniform. 



14. The method according to claim 7. wherein polling includes 
grouping clients by state and pollins within each group round robin. 



r A method ot hl ? h s P e ed remote access of a wide area network 
from any of a plurality of client processors each connected to an asvmmetnc 
hybrid network including high-speed downstream and lower-speed upstream 
channels controlled by a hybrid system manaser and a router server 
including the steps of: 

issuing an upstream channel authorization request bv lower speed 
channel, for upstream data channel currently used bv a particular client data 
processor. 



conducting login communications between the router server and rh P 
system manager. 

verifying authorized user status at the system manager level. 

authorizing specific upstream channel use bv high speed downstream 
channel message, and 

sending upstream data over the allocated lower speed upstream channel 
or the asymmetric hybrid access network. 



1 6. A method of high speed remote access of a wide area network 
rrom any ot a plurality of client processors each connected to an asvmmetric 
hybrid network including high-speed downstream and lower-speed upstream 
channels controlled by a hybrid system manager and a router server 
including the steps of: 

sending a new client message to a plurality of hvbrid routers, which 
provides client names, 

broadcasting a poll message to a plurality of clients using client names. 

recognizing a client name. 

providing a poll response. 

receiving a poll response. 

reporting a client found to a system manager. 

ceasing polling. 

providing an address to the client which responded to poll. 

receiving the address sent, and 

configuring the client with the address provided. 



17. A method of transmitting data from an upstream transmit queue 
an upstream transmitter node to a selected receiver node, comprising the 
steps of: 

transmitting selected amounts of data from a transmit queue in a first 
node to a second node. 

generating acknowledgments of data received by said second node. 

eliminating from the transmit queue of the second node data 
acknowledgments which are redundant of other acknowledgments in said 
^econd transmit queue, and 

filling open transmit queue spaces with additional data. 



18. A method of determining polling frequency from an upstream 
communications mode of a hybrid access system with respect to a plurality of 
downstream nodes having polling status levels corresponding to activity ' 
stales in which a remote link adapter may be set. comprising the steps of: 

determining the priority status of predetermined remote link adapters in 
a hybrid access system: and 

polling the remote link adapter having the highest priority status level. 



19. A method of setting remote link adapter power level in a hybrid 
access system, comprising the steps of: 



transmitting successive indications to a hybrid upstream router at 
selected different power levels. 

confirming receipt of a first power level indication, and 

setting the level of future transmissions to a power associated with 
confirmation of receipt. 



-0. A method of packet suppression in communication between first 
and second nodes having respective first and second transmit and receive 
queues, in which information packets having headers are transmitted from 
said first node to said second node, comprising the steps of: 

loading the transmit queue of said first node with a first information 
packet; 

loading a second information packet into the transmit queue of said 
first node: 

checking the headers of said first and second information packets, and 

suppressing one of said first and second information packets, if the 
headers are the same. 



- 1 . A method of credit administration between first and second 
computer nodes, for information amounts having predetermined information 
credit values, comprising ihe steps of: 



sending a credit to a first computer node, which sets a response 
frequency; 

receiving an information amount corresponding in value up to the 
amount of the credit received at said first computer node at said response 
frequency; and 

sending a done signal to said second computer node indicative of the 
credit received less the amount of information received. 



— A method of operating a client node, comprising the steps of: 
sending periodic operability indication messages during an active state, 
receiving a poll message, and requesting channel connection. 



state. 



23. A method of operating a server node, comprising the steps of: 
receiving periodic operability indication messages during an active 

sending a polling message, when a threshold interval has expired, 
awaiting a poll response, and 

entering a non-responsive state if response to polling is received. 



24. A method of responding to detected quality levels in a 
communication channel, comprising the steps of: 

detecting a quality characteristic with respect to a selected 
communication channel from a selected group of quality characteristics each 
which is defined by quantitative levels. 

determining whether the quantitative level of the detected quality 
characteristic deviates with respect to a predefined norm, and 

switching to another communication channel, if sufficient deviation is 
determined. 



25. The method according to claim 2^ ^herein said group of quality 
characteristics includes time from las^J^tfflUy indication, signal to noise 
ratio, and error frequency. / ^ 



IN THE 

UNITED STATES PATENT AND TRADEMARK OFFICE 



APPLICANTS: 
SERIAL NO: 
FILED: 

TITLE: 

EXAMINER: 
GROUP ART UNIT: 
ATTY.DKT.NO.: 



Eduardo J. Moura and Jan Maksymilian Gronski 

08/426,920 

April 21, 1995 

ASYMMETRIC HYBRID ACCESS SYSTEM AND 
METHOD 



To be assigned 

2603 

1572 



EM248525802US 
"Express Mail" mailing label number 

oat* of D«n.ii January 18, 1996 

I hereby certify that this paper or fa* Is being 
deposited with the United States Postal Service 
"express Mall Post Office to Addressee - service 
under 37 CFR t .10 on the date indicated above and 
is addressed to the Assistant Commissioner For 
Patents. Washington, O.C. 20231 . 



ASSISTANT COMMISSIONER FOR PATENTS 
WASHINGTON, D.C. 20231 




Sir: 



PRELIMINARY AMENDMENT 



Please cancel claims 7-14, 16, 18, and 21-23. 



Respectfully submitted, 

Eduardo J. Moura 

Jan Maksymilian Gronski 




Dated: ' / ' ° / / <o By- 
Robert P. 

Registration No. 29,107^ 
FENWICK & WEST 
Two Palo Alto Square, Suite 600 
Palo Alto, California 94306 
(415) 858-7153 



1 8323-01 572/390 1 78. 1 



DEC-19-1997 14:45 FARKAS & MANELLI CHARBIND 202 293 2228 P. 03/12 

PATENT 

ATTORNEY DOCKET No. 27459-803/121 
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Patentee: Hybrid Networks, Inc. ) 

Filed: Apiil 21, 1995 ) 
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METHOD ) 



Honorable Commissioner of Patents 
and Trademarks 
Washington, D.C. 20231 

Sir: 

DECLARATION OF FREDERICK ENNS IN SUPPORT OF PETITION 
I, FREDERICK ENNS declare that: / 

1 . I am currently Vice President wfCugrnuiiu g, Hybrid Networks, Inc. 

2. Hybrid Networks, Inc. has always had less than 500 employees. 

3. In 1 993, a large corporation, having more than 500 employees, wished to develop and 
market PC card products to provide users of persona] computers with cable connectivity. (In this 
declaration, this large corporation will be called ACME, though ACME is not the actual name of 
/ 
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this corporation.) To further that goal, ACME agreed to transfer money to Hybrid by way of a 
Technology License Agreement executed November 30, 1993 (portions of which are attached to 
this Declaration). Two years later, on December 26, 1995, the parties amended and restated the 
November 30, 1993 Technology License Agreement 

4. ACME owned various amounts of Hybrid's stock from time to time. At no time did 
Acme own greater than 17% of Hybrid's stock. 

5. Hybrid and ACME envisioned an arrangement in which ACME would manufacture 
PC card devices for use in individual computers, paying Hybrid a per-unit royalty fee. As a 
precursor to this arrangement, the agreements set forth a per-unit royalty fee payment schedule. 

6. The November 30, 1 993 agreement, executed by Hybrid President, Howard 
Stachxnan, was entitled TECHNOLOGY LICENSE AGREEMENT BETWEEN HYBRID 
NETWORK, INC. AND ACME CORPORATION, and was memorialized in 18 pages, portions 
of which are attached to this declaration. 

7. The corporate department of Fenwick & West represented Hybrid in its dealing with 
ACME. Fenwick & West also had a patent department, but in November 1 993 Hybrid was 
relying on Townsend & Townsend for patent prosecution matters. 

8. After a period of consideration and consultation, Fenwick & West was formally 
retained as Hybrid's patent counsel in 1994. 

9. On December 22* 1995, Hybrid's Vice President, Richard E. Fuller, executed a 
document entitled AMENDED AND RESTATED TECHNOLOGY LICENSE AGREEMENT 
BETWEEN HYBRID NETWORKS, INC* AND ACME, portions of which are attached to this 
declaration. 



10. In a letter dated, February 26, 1996, signed by Hybrid's President, Carl. S. Ledbetter, 
the December 1995 Restated and Amended Agreement was amended as follows: 



The first two sentences of Section 10.4 shall be deleted and the following sentences shall 
be substituted in their place: 

The parties will prepare a development plan based upon such product specifications as 
may be mutually agreed upon by the [redacted] Team consisting of Hybrid, ACME, 
Beta Corporation and Delta Corporation. The parties to the Agreement agree to negotiate 
in good faith the terms and conditions of a Development Agreement under which such 
development will occur. Hybrid has received in accordance with Section 6.3 any ACME 
Improvements developed by ACME as of the Effective Date. On July 1, 1996 ACME 
will make additional delivery to Hybrid of any ACME Improvements developed by 
ACME subsequent to the Effective Date. 

(The paragraph above employs the names BETA and DELTA to identify two other large 
corporations, though BETA and DELTA is not the actual name of these corporations.) 

1 1 . In order to expedite prosecution of its patent matters, Hybrid retained Farkas 

& Manelli in or about February 1996 to handle some of its matters, and later transferred all of its 
patent matters to Farkas & Manelli. Over the past few months, Hybrid began to consult with 
Farkas & Manelli on its business and financial matters including prospective licensing of its 
technologies, whereupon Hybrid and Farkas & Manelli worked together on contract and 
licensing issues for Hybrid. 

12. Recently, Hybrid consulted its current representative, Farkas & Manelli, relative to 
licensing its technology to ACME in connection with ACME's prospective sale of a business 
unit dealing with Hybrid's technology. The current representative on or about October 28, 1997 
inquired of Hybrid whether the ACME licensing deal had gone through. At that time, I informed 
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the present representative that it had not, and, during the discussions, I informed the 
representative that the recent negotiations with ACME were based on an earlier agreement, to 
wit: the November 30, 1993 agreement (which had been restated and modified on December 26, 
1995). At the request of the representative, I then had a copy of the 1 993 agreement forwarded 
to the representative, by facsimile. On November 17-1 8, 1997, the representative visited Hybrid 
in Cupertino, California to explore further the nature of the relationship between Hybrid and 
ACME. During that visit, Hybrid informed the representative that the November 30, 1 993 
agreement; had been restated and modified on December 26, 1995, and again modified on 
February 26, 1996. On November 18, 1997, Hybrid obtained a copy of the restated and amended 
agreement from Farkas & Manelli, and forwarded the same to its current representative. 

13.1 hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under section 1001 of Title 18 of the United States 
Code, and that any such willful raise statements may jeopardize the validity of the application or 
any patent issuing thereon. 




Frederick Enns 



Date 



ATTACHMENT TO DECLARATION OF FREDERICK ENNS 
PORTIONS OF AGREEMENT EXECUTED NOVEMBER 30, 1993 



3.3 . As a condition precedent to ACME's obligation to pay under Sections 3.2 and 
3.3, Hybrid, with ACME's cooperation, shall engage in commercially reasonable 
development efforts as mutually agreed and defined by the Parties in a separate 
development agreement which the parties agree to negotiate in good faith and which shall 
include installment by Hybrid by of an agreed number of Point of Presence Systems. 

The agreement included the following provisions for the purchase of Hybrid assets and 
stock by ACME: 

13.0 ACME RIGHT OF FIRST REFUSAL 

13.1 If Hybrid decides to (i) sell itself, merge, consolidate, sell all, or substantially all 
of its assets, or (iii) issue, sell or exchange, for cash or other consideration, shares of its 
capital stock (each a "Corporate Event"), the result of which will be a change in control 
of Hybrid. Hybrid shall give ACME a detailed, written description of the terms of the 
proposed Corporate Event at least forty-five (45) days prior to the completion of the 
Corporate Event (the "Notice"). 

13.2 Upon receipt of the Notice, ACME shall have the right, exercisable by giving 
written notice to Hybrid within thirty (30) calendar days after the date of delivery of the 
Notice, to enter into an agreement with Hybrid to participate in the Corporate Event on 
terms consistent with and no less favorable to Hybrid than those contained in the Notice. 
If the consideration contained in the Notice includes property other than cash, ACME 
shall have the option to substitute similar property of equal value. The value of any 
property included in the purchase price shall be the fair market value of such property on 
the date ACME receives the Notice. In the event of a disagreement between the Parties, 
the fair market value of property shall be jointly determined by a nationally recognized 
investment firm selected by each Party to this Agreement. If the firms selected by 
ACME and Hybrid are unable to agree upon the value of property, the firms shall 
promptly select a third firm whose determination shall be conclusive. Each Party shall 
bear the cast of its own investment banking firm and shall share equally the cost of any 
third firm selected hereunder. If ACME exercises its right to purchase under this Section 
13.0, the transactions shall (i) be subject to the receipt of all applicable regulatory 
approvals, (ii) be in compliance with applicable laws and regulations, and (iii) take place 
on such date and at such time and place as Hybrid and ACME shall mutually agree, 
provided that in no event will such date be later than forty-five (45) days after the date of 
the Notice. 



13.3 If ACME decides not to participate in the Corporate Event as detailed in the 
Notice, Hybrid may complete the corporate Event as detailed in the Notice. If the terms 
and conditions of the Corporate Event materially change after expiration of ACME's 
rights under Paragraph 13.2 and such terms are more favorable than those first detailed in 
the Notice, Hybrid must inform ACME in writing of such changes and ACME shall have 
the right, within ten (10) workings days of receiving such notification from Hybrid to 
agree to complete within thirty (30) days after such notification, the Corporate Event on 
the changed terms and conditions specified in Hybrid's notification to ACME. 

13.4 ACME shall maintain the right of first refusal under this Section 13.0 during the 
Exclusivity Period. ACME's right of first refusal shall continue after expiration or 
termination of the Exclusivity Period for the earlier of (i) two (2) years, provided ACME 
holds at least ten percent (10%) of Hybrid's outstanding shares of stock at the time of the 
Corporate Event of (ii) an initial public offering by Hybrid. 



The agreement also included the following license grant provisions: 



1 .5 "Hybrid Software" shall mean Hybrid's client software, in source and binary 
form, to be installed on a user's computing device which permits 
symmetrical/asymmetric data communications between the user's personal computer or 
other computing device and a cable television of other communications network. A 
Point of Presence System shall not be included in the term "Hybrid Software." 

1 .6 "Hybrid Technology" shall mean Hybrid's designs, processes, methods, software, 
algorithms, trade secrets, and its patents, copyrights, and other ACME intellectual 
property rights used in or necessary for Hybrid Software and/or the Remote Link 
Adapter with respect to enabling symmetric/asymmetric data communications between 
the user's personal computer or other computing device and a cable television or other 
communications network. 

1 .7 "Point of Presence System" shall mean a central network point for the collection 
of digital information from various information providers and users and the distribution 
of digital information to the cable television head-end equipment. 

1 .9 "Remote Link Adapter" shall mean a device that uses software and/or hardware to 
physically connect a personal computer or other computing device to a television cable or 
other communications network and which is capable of executing Hybrid Software. A 
Point of Presence System shall not be included in the term "Remote Link Adapter." . . . 

2.0 LICENSE GRANT 



2. 1 Subject to the terms of this Agreement, hybrid grants to ACME a perpetual, 
worldwide, exclusive (as defined in Section 2.4), royalty bearing license, with the right 
to sublicense during the Exclusivity Period (as defined in Section 2.4), to use Hybrid 
Technology . . . 

2.2 Subject to the terms of this Agreement, Hybrid grants to ACME a perpetual, 
worldwide, exclusive (as defined in Section 2.4), royalty free license, with the right to 
sublicense, during the Exclusivity Period (as defined in Section 2.4) under Hybrid's 
copyrights, patents, and trade secrets to reproduce copies of Hybrid Software . . . 

2.5 Except as expressly provided herein, no other rights or licenses of any kind are 
granted by the Parties. . . . 



ATTACHMENT TO DECLARATION OF FREDERICK ENNS 
PORTIONS OF AGREEMENT EXECUTED DECEMBER 22. 1995 



THEREFORE, ACME and Hybrid agree as follows: 
I. Definitions 

1.1. "Hybrid Documentation " shall mean written Hybrid specifications, schematics, 
and associated technical documentation for the Remote Link Adapter and Hybrid Software. 

1 .2 "Hybrid Improvement" shall mean any enhancement, feature, or option for use by 
or in connection with Hybrid Technology or the ACME Technology developed by Hybrid which 
is intended to, or which does, improve Hybrid Technology or the ACME Technology. 

1 .3 "Hybrid Product" shall mean a product developed by or for Hybrid which 
incorporates ACME Technology. ACME Improvement or any other derivative thereof. 

1 .4 "Hybrid Software " shall mean Hybrid's client software, in source and binary 
forms, to be installed on a user's computing device which permits symmetric/asymmetric data 
communications between the user's personal computer or other computing device and a cable 
television or other communications network. A Point of Presence System shall not be included 
in the term "Hybrid Software." 

1 .5 "Hybrid Technology" shall mean Hybrid's designs, processes, methods, software, 
algorithms, trade secrets, and its patents, copyrights, and other ACME intellectual property rights 
used in or necessary for Hybrid Software and/or the Remote Link Adapter with respect to 
enabling symmetric/asymmetric data communications between the user's personal computer or 
other computing device and a cable television or other communications network. Hybrid 
Technology shall include any Hybrid improvements required to be delivered to ACME 
hereunder. 

1 .6 "ACME Documentation" shall mean written ACME specifications, schematics, 
and associated technical documentation for the ACME Technology. 

1 .7 "ACME Improvement" shall mean any enhancement, feature, or option for use by 
or in connection with ACME Technology or the Hybrid Technology developed by ACME which 
is intended to, or which does, improve ACME Technology or the Hybrid Technology. 

1 .8 "ACME Product" shall mean a product developed by or for ACME which 
incorporates Hybrid Technology, Hybrid Improvement or any other derivative thereof. 

1 .9 "ACME Software" shall mean the "ACME Client Software Modifications," the 
"ACME [redacted] Client Software" and the "ACME [redacted] Software," as each is defined in 
Exhibit A, in source and binary forms. 
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1.10 "ACME Technology" shall mean the portions of the ACME Technology 
Deliverables that were developed by ACME. The ACME Technology shall not include those 
portions of the ACME Technology Deliverables that incorporate any of the Hybrid Technology. 
The ACME Technology shall include (without limitation) the "ACME [redacted] Software" as 
defined in Exhibit A. 

1.11 "ACME Technology Deliverables" shall mean the ACME Software and the 
"ACME [redacted] Client Hardware" as defined in Exhibit A. The ACME Technology 
Deliverables shall include the ACME Improvements required to be delivered to Hybrid 
hereunder. ACME acknowledges that the ACME Technology Deliverables incorporate portions 
of the Hybrid Technology. 

1.12 "Point of Presence System " shall mean a central network point for the collection 
of digital information from various information providers and users and the distribution of digital 
information to the cable television head-end equipment for a specific geographic area. 

1.13 "Remote Link Adapter" shall mean a device that uses software and/or hardware to 
physically connect a personal computer or other computing device to a television cable or other 
communications network and which is capable of executing Hybrid Software. A Point of 
Presence System shall not be included in the term "Remote Link Adapter." 

2. LICENSE GRANTS 

2. 1 Hybrid Technology. Subject to the terms of this Agreement, Hybrid grants to 
ACME a perpetual, worldwide, nonexclusive, royalty bearing license to use Hybrid Technology 
to design, develop, modify, create derivatives, manufacture, have manufactured, use, marker, 
distribute, sell, service and support ACME Products. ACME shall not sublease any Hybrid 
Technology. These licenses include the right to copy, modify, and distribute Hybrid 
Documentation. 

2.2 Hybrid Software. Subject to the terms of this Agreement, Hybrid grants to 
ACME a perpetual, worldwide, nonexclusive, royalty-free license, under Hybrid's copyrights, 
patents, and trade secrets, to reproduce copies of Hybrid Software in order to prepare derivative 
works of such Hybrid Software ("ACME Derivative Code") and to copy, publish, and distribute, 
under ACME's then current standard licensing terms, Hybrid Software and ACME Derivative 
Code in binary form. ACME shall not sublease Hybrid Software or ACME Derivative Code in 
source code form. These licenses include the right to copy, modify, and distribute Hybrid 
Documentation. 

2.3 ACME Technology. Subject to the terms of this Agreement, ACME grants to 
Hybrid a perpetual, worldwide, nonexclusive, royalty-free, paid-up license to use ACME 
Technology to design, develop, modify create derivatives, manufacture, have manufactured, use, 
market, distribute, sell, service and support Hybrid Products. Hybrid shall not sublicense ACME 



Technology. These licenses include the right to copy, modify, and distribute ACME 
Documentation. 

2.4 ACME Software. Subject to the terms of Agreement, ACME grants to Hybrid a 
perpetual, worldwide, nonexclusive, royalty-free license, under ACME c s copyrights, patents, 
and trade secrets, to reproduce copies of ACME Software in order to prepare derivative works of 
such ACME Software ^Hybrid Derivative Code") and to copy, publish, and distribute, under 
Hybrid's then current standard licensing terms, ACME Software and Hybrid Derivative Code in 
binary form. Hybrid shall not sublicense ACME Software or Hybrid Derivative Code in source 
code form. These licenses include the right to copy, modify, and distribute ACME 
Documentation. 

2.6 Distribution in Devices. Notwithstanding the software licenses restrictions 
specified in this Section 2, each party shall have the right to distribute software or portions 
thereof which are programmed into a semiconductor device without a license agreement but will 
rely on such laws as may be appropriate. 

2.7 Reserved Rights ... Except as expressly provided herein, no other rights or 
licenses of any kind are granted by the parties. 

4. OWNERSHIP 

4.1 Hybrid Ownership. Except for the licenses expressly granted in Section 2 above, 
Hybrid will remain the owner of all right, title and interests in the Hybrid Technology, Hybrid 
Software, Hybrid Documentation and any and all copyright, trade secret, patent and other 
intellectual property rights therein. Except for ACME's ownership of the ACME Technology, 
Hybrid will remain the owner of all right, title and interest in the Hybrid Products, Hybrid 
Improvements and any and all copyright, trade secret, patent and other intellectual property 
rights therein. 

4.2 ACME Ownership. Except for the licenses expressly granted in Section 2 above, 
ACME will remain the owner of all right, title and interest in the ACME Technology, ACME 
Documentation and any and all copyright, trade secret, patent and other intellectual property 
rights therein. Except for Hybrid's ownership of the Hybrid Technology, ACME will remain the 
owner of all right, title and interest in the ACME Products, ACME Technology Deliverables, 
ACME Improvements and any and all copyright, trade secret, patent and other intellectual 
property rights therein ... 

6. DEVELOPMENT, DELIVERY, MAINTENANCE AND SUPPORT 

6. 1 Hybrid Deliverables. Hybrid has delivered to ACME Hybrid Technology 
including but not limited to (i) all source code, "make files," and related Hybrid Documentation 
needed to recreate the executable version of the Hybrid Software, and (ii) the functional, 
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electrical, mechanical and test specifications, logic and wiring diagrams, physical layout 
diagrams, and bill of materials for the Remote Link Adapter. 

6.2 Hybrid Improvements. Hybrid will furnish to ACME, in a form reasonably 
satisfactory to ACME and at no additional expense to ACME, only such Hybrid Improvements 
to Hybrid Technology as Hybrid shall have developed that maintain basic functionality, 
including cable back-channel capability. If Hybrid makes available to any third party the right to 
sell, lease, license or distribute any Improvement that increases functionality with respect to any 
ACME Product then marketed by ACME , Hybrid will furnish such improvement to ACME 
under terms and conditions as favorable as those offered by Hybrid to any such party. 

6.3 ACME Deliverables. On or about the Effective Date and as otherwise agreed 
herein, ACME will deliver to Hybrid the ACME Technology Deliverables in the form of 
mutually agreed technology release packages including but not limited to (I) all source code, 
"make files," and related ACME Documentation needed to recreate the executable version of any 
software delivered, and (ii) the functional, electrical, mechanical and test specifications, logic 
and wiring diagrams, physical layout diagrams, and bill of materials for hardware delivered. 

1 0. MARKETING AND FUTURE BUSINESS OPPORTUNITIES 

10.1 Marketing Names. ACME shall have the right to promote and market Hybrid 
Technology under ACME's trade names, and Hybrid shall have the right to promote and market 
ACME Technology under Hybrid's trade names. 

10.4 [redacted] Development Plan. During the sixty (60) days following the Effective 
Date, the parties will prepare a development plan relating to the [redacted] technology and will 
negotiate in good faith the terms and conditions of a Development Agreement under which such 
development will occur. If the parties do not develop such a development plan or enter into such 
a Development Agreement, ACME will deliver to Hybrid in accordance with Section 6.3 any 
ACME Improvements developed by ACME and on July 1, 1996, ACME will make an additional 
delivery to Hybrid of any ACME Improvements. Further, on July 1 , 1 996 and as otherwise 
agreed, if the parties enter into a Development Agreement, ACME will deliver to Hybrid any 
deliverables developed hereunder. Neither party will have liability whatsoever, and neither party 
will be considered to have breached this Agreement, for failure to prepare a development plan or 
enter into a Development Agreement. 

13.1 If Hybrid decides to (I) sell itself, merge, consolidate, sell all, or substantially all 
of its assets, or (iii) issue, sell or exchange, for cash or other consideration, shares of its capital 
stock (each a "Corporate Event"), the result of which will be a change in control of Hybrid. 
Hybrid shall give ACME a detailed, written description of the terms of the proposed Corporate 
Event at least forty-five (45) days prior to the completion of the Corporate Event (the "Notice"). 

13.2 Upon receipt of the Notice, ACME shall have the right, exercisable by giving 
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written notice to Hybrid within thirty (30) calendar days after the date of delivery of the 
Notice, to enter into an agreement with Hybrid to participate in the Corporate Event on 
terms consistent with and no less favorable to Hybrid than those contained in the Notice. 
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